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DETAILED ACTION 



Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 

in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
appUcation is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1/1 1/06 
has been entered. 

Response to Amendment 

The amendments to Claims 1-10 in the submission dated 1/1 1/06 are acknowledged 
and accepted. 

The addition of Claims 13-14 in the submission dated 1/1 1/06 is acknowledged and 
accepted. 



2. 



3. 



Response to Arguments 
4. The Applicants argue that, with respect to Claims 1 and 6, as well as Claims 2-5, 7-12 

which depend on Claims 1 and 6, Kadrmas fails to teach or reasonably suggest the 
transmitting beam axis incident to the primary optical surface not coinciding with the 
receiving beam axis incident to the primary optical surface. For support, the Applicants 
cite Phillips vAWH, 415 F.3d, 1303, 1312 (Fed. Cir. 2005) (en banc), noting that claim 
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language is to be read in light of the specification. The Examiner disagrees with 

Applicants' arguments that the teachings of Kadrmas do not disclose or reasonably 

suggest the transmitting beam axis incident to the primary optical surface not coinciding 

with the receiving beam axis incident to the primary optical surface. As previously 

discussed in Section 6 of the previous Office Action, dated 10/1 1/05, the Examiner again 

reiterates that features upon which applicant relies (i.e,, the axes for the transmitting 

beam and the receiving beam being in the centers of the respective beams) are not recited 

in the rejected claim(s). Although the claims are interpreted in light of the specification, 

limitations from the specification are not read into the claims. See In re Van Geuns, 988 

F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993), In the instant case, Claims 1 and 6 merely 

recite at least one transmitting beam having an axis and a receiving beam having an axis. 

No special definition for the term 'axis' has been provided within the disclosure of the 

instant appUcation. Referring to MPEP 2111, 

During patent examination, the pending claims must be "given 
their broadest reasonable interpretation consistent with the 
specification." In re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 
1664, 1667 (Fed. Cir. 2000). Applicant always has the opportunity 
to amend the claims during prosecution, and broad interpretation 
by the examiner reduces the possibility that the claim, once issued, 
will be interpreted more broadly than justified. In re Prater, 415 
F,2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). 

Further, referring to MPEP 2111,01, 

While the claims of issued patents are interpreted in light of the 
specification, prosecution history, prior art and other claims, this is 
not the mode of claim interpretation to be applied during 
examination. During examination, the claims must be interpreted 
as broadly as their terms reasonably allow. In re American 
Academy of Science Tech Center, 367 F.3d 1359, 1369, 70 
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USPQ2d 1827, 1834 (Fed, Cir. 2004). ...This means that the 
words of the claim must be given their plain meaning unless 
applicant has provided a clear definition in the specification. 

The Examiner also particularly notes that, as discussed in MPEP 2111, "reading a claim 
in light of the specification, to thereby interpret limitations explicitly recited in the claim, 
is a quite different thing from 'reading limitations of the specification into a claim,' to 
thereby narrow the scope of the claim by implicitly adding disclosed limitations which 
have no express basis in the claim." Applicants appear to be importing implied 
limitations from the specification (i.e. the axes for the transmitting beam and the 
receiving beam being in the centers of the respective beams), when such limitations are 
not in the claims. Since the term 'axis' has not been expressly defined in the 
specification, the Examiner has reasonably interpreted this term to generally mean a 
propagation direction of the light beam. As previously noted, such propagation direction 
of a light beam and the 'center line' of a light beam are not necessarily one and the same, 
and may be different, as previously shown in Section 6 of the Office Action dated 
10/11/05. 

5. Claims 1-14 are now rejected as follows. 



Claim Objections 

6. Claims 5 and 13 are objected to because of the following informalities: 

Claim 5 recites the limitation "the secondary optical surface" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim 13 recites the limitation "said optical face" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. For purposes of examination, this 
limitation has been taken to mean 'the primary optical surface'. 
Appropriate correction is required. 



Claim Rejections - 35 USC§102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 

the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

8. Claims 1-3, 5-8, 10-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kadrmas (U.S. Patent No. 3781552), of record. 

Kadrmas discloses a bi-directional telescope for a laser on air telecommunication 
system and method for receiving-transmitting an optical signal through a bi-directional 
telescope for a laser on air telecommunication system (See for example Figures 1-2), both 
the telescope and method comprising (providing) a primary optical surface (See for 
example 50 in Figure 1), comprising at least one illuminated area (See for example 46, 48 
in Figure 1) and a reflecting optical surface (See for example 48, 52 in Figure 1); 
(providing) at least one transmitting device (See for example 22 in Figure 1) forming at 
least one transmitting beam impinging against the primary optical surface at the at least 
one illuminated area (See for example 46, 48 in Figure 1), the at least one transmitting 
beam having a corresponding axis (in this case, an axis of propagation); (providing) a 
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receiving device (See for example 72 in Figure 1) collecting the power deflected by the 
reflecting optical surface (See for example 52 in Figure 1) of the primary optical surface 
into a receiving beam, the receiving beam having an axis (in this case, an axis of 
propagation); wherein the reflecting optical surface of the primary optical surface is 
larger than the at least one illuminated area (See 50, 48 in Figure 1) and the transmitting 
beam axis incident to the primary optical surface does not coincide with the receiving 
beam axis incident to the primary optical surface (It is noted that certain axes of both the 
receivers 72 and the source laser 22 are not coincident; also see Section 6 of the Office 
Action dated 10/1 1/05). Kadrmas further discloses the telescope further comprising 
(providing) a secondary optical surface (See for exanple 56 in Figure 1), wherein the 
received power deflected by the reflecting optical sxirface of the primary optical surface is 
focused (See for example 25 in Figure 1) by the secondary optical surface into the 
receiving beam; the primary optical surface comprising a hole (See for example hole in 
50 of Figure 1); the secondary optical surface comprising a hole (See hole in 56 of Figure 
1); the at least one transmitting device being placed fundamentally behind the reflecting 
optical surface (See 22, 50 in Figure 1, where 'behind' has been taken to be the locations 
where the reflective optical surface of element 50 does not face) and wherein the 
telescope further comprises means for deflecting the transmitting beam towards the 
secondary optical siu-face (See for example 38 in Figure 1); and the at least one 
illuminated area overlaps the reflecting optical surface (See 48, 52 in Figure 1, wherein 
the reflecting optical surface 48, 52 includes/overlaps that area of the surface 48 used for 
illumination by the source). 



« 
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9. Claims 1-2, 6-7, 1 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Gould et al. (U.S. Patent No. 4777660). 

Gould et al. discloses a bi-directional telescope for a laser on air telecommunication 
system and method for receiving-transmitting an optical signal through a bi-directional 
telescope for a laser on air telecommunication system (See for example Figure 1), both 
the telescope and method comprising (providing) a primary optical surface (See for 
example 26 in Figure 1), con:q)rising at least one illuminated area (See incident laser 
beam that strikes surface 26 via elements 14, 16, 18, 19, 20, 22, and 24 in Figure 1) and a 
reflecting optical surface (See 26 in Figure 1); (providing) at least one transmitting device 
(See for example 12 in Figure 1) forming at least one transmitting beam impinging 
against the primary optical surface at the at least one illuminated area, the at least one 
transmitting beam having a corresponding axis (in this case, the optical axis or center line 
of the beam); (providing) a receiving device (See for example 28 in Figure 1) collecting 
the power deflected by the reflecting optical surface (See for example incident light that 
strikes 28 via elements 25, 26, 24, and 22 in Figure 1) of the primary optical surface into 
a receiving beam, the receiving beam having an axis (in this case, the optical axis or 
center line of the beam); wherein the reflecting optical surface of the primary optical 
surface is larger than the at least one illuminated area (See 26 in Figure 1; col. 10, line 
41 -col. 1 1, line 63) and the transmitting beam axis incident to the primary optical surface 
does not coincide with the receiving beam axis incident to the primary optical surface (It 
is noted that the optical axes or center lines of both the transmitting beam and the 
receiving beam are not coincident, See Figure 1). Gould et al. further discloses the 
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telescope further comprising (providing) a secondary optical surface (See for example 24 
in Figure 1), wherein the received power deflected by the reflecting optical surface of the 
primary optical surface is focused by the secondary optical surface into the receiving 
beam; the at least one illuminated area overlaps the reflecting optical surface (See 26 in 
Figure 1); and the axis of the transmitting beam is located at the center of the 
transmission beam impinging on the primary optical surface, and the axis of the receiving 
beam is located at the center of the receiving beam deflected from the reflecting optical 
surface (See incident transmitting and receiving beams on element 26 in Figure 1). 

Claim Rejections - 35 USC§ 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kadrmas 

in view of Weiss (U.S. Patent No. 3371212), of record. 

Kadrmas discloses the invention as set forth above in Claims 1-2, 6-7, except for the at 

least one transmitting device being placed fundamentally in front of the reflecting optical 

surface. However, it is well known in the art for such transmitting telescopic optical 

systems to place the transmitter or source either behind or in front of the reflecting face of 

the main reflector of the telescopic optical system. For example, Weiss teaches a 

conventional transmitting and receiving telescopic optical system (See Figure), wherein 



10. 



11. 
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the transmitting optical source (See 50 in Figure) is placed in front of (i.e. in locations 
where the reflecting surface of the primary mirror face) the reflecting surface of the main 
reflector (See 12 in Figure) of the telescope. Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to have the at least 
one transmitting device be placed fundamentally in front of the reflecting optical surface, 
as taught by Weiss, in the telescope and method of Kadrmas, for reducing the physical 
size of the telescope optical system, while making the source readily accessible for 
replacement if the source is damaged or requires replacement. 



Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Amel C. Lavarias whose telephone number is 571-272- 
23 1 5. The examiner can normally be reached on M-F 9:30 AM - 6 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew Dunn can be reached on 571-272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
appUcations may be obtained from either Private PAIR or PubUc PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




Amel C. Lavarias 
Patent Examiner 
Group Art Unit 2872 
4/12/06 



